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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

State of Michigan     ) 

       ) 

  Petitioner,    ) Reg. Nos.: 3992159 

       )   3348635 

       ) 

v.       ) 

       ) 

M22, LLC      ) Proceeding: 92058315 

       ) 

  Respondent.    ) 

       ) 

__________________________________  ) 

 

 

PETITIONER STATE OF MICHIGAN’S BRIEF IN REPLY TO 

RESPONDENT’S RESPONSE TO THE STATE’S MOTION FOR PARTIAL 
SUMMARY JUDGMENT ON CLAIMS FOR GOVERNMENTAL INSIGNIA 

AND FALSE SUGGESTION OF A CONNECTION 

 

 

 Respondent’s allegations of deliberate delay by the State are unfounded and have no 

basis in fact.  The facts show that any delay in scheduling the State’s deposition was the 

direct result of Respondent inexplicably doing nothing for five weeks after the Board 

quashed the Respondent’s original deposition.  The State, on the other hand, has responded 

to discovery requests, produced documents, and scheduled depositions despite Respondent’s 

continuing combativeness and refusal to cooperate in efforts to mutually agree on 

deposition dates.  For purposes of the claims at issue, further discovery will not help, as the 

facts established by the State on its use of its trunkline route marker design and the fame 

of the design, which uniquely and unmistakably points to the State, are undisputed and 

even conceded by Respondent.  The only issues before the Board are questions of law on 

whether the State’s sign design constitutes “other insignia” and whether the State’s sign 

falsely suggests a connection with the State.  Based on applicable law and the lack of 

material factual issues in dispute, the legal questions weigh decidedly in the State’s favor.  
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A. Respondent’s allegations of deliberate delay are baseless.  

 

Respondent’s assertion that the State filed its summary judgment motions to delay 

the case and avoid discovery is patently false.  Such a delay would be contrary to the State’s 

goal to expeditiously resolve the case or, minimally, narrow the issues for trial.  To avoid 

delay, the State has timely responded to all discovery requests in accordance with 

applicable rules and produced more than 600 pages of documents.  In fact, it is Respondent 

who has delayed discovery by doing nothing.  Since the case began, Respondent has noticed 

only one deposition — an improper corporate deposition of the State, served on July 7, 2015 

with a date unilaterally set by Respondent.  On July 22, 2015, the Board conducted a 

telephone conference with the parties and confirmed that an order quashing Respondent’s 

deposition notice would be entered.  To the State’s surprise, over the next five (5) weeks, 

Respondent inexplicably failed to serve a revised deposition notice or contact the State 

about rescheduling the deposition.  Meanwhile, the State’s Motion for Partial Summary 

Judgment on its Unlawful Use in Commerce claim was prepared and filed on August 28, 

2015.  (Doc. 39.)  The State believes the argument addressed in that motion is dispositive 

and accordingly prioritized its filing. 

While the case was suspended pending the outcome of the Motion, the State’s 

counsel continued researching facts and case law pertaining to its claims for government 

insignia and false suggestion of a connection.  Upon receiving the Board’s order denying the 

parties’ motions and narrowing the issues for trial, the State’s counsel worked to prepare 

and file the pending summary judgment motion.  As before, the purpose of the State’s 

motion is to resolve the case without the need for trial or, at a minimum, narrow the issues 

for discovery and trial.  In addition, the State responded to additional discovery requests 

served by Respondent and, despite Respondent counsel’s continuing and unnecessary 
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combativeness and unreasonableness, worked to schedule depositions of the parties in 

accordance with the Board’s Order.1  (Ex. 45.) 

Without question, the State has neither delayed nor hindered discovery.  There 

would be no benefit to the State to do so because the State has every reason to obtain an 

efficient and expeditious resolution of this case, which is the purpose of the State’s 

summary judgment motions that clearly have a good faith basis in law and fact.  

Respondent’s unexplained five-week hiatus is a “delay” occasioned solely by its own dilatory 

conduct.  However, because there are no material factual disputes relating to the State’s 

claims that are the subject of the instant motion, a deposition of the State is irrelevant to 

the legal questions presently before the Board, which weigh decidedly in favor of the State. 

B. No material factual issues exist on the State’s government insignia claim, 

and under relevant case law the Marks must be canceled. 

 

In response to the State’s Motion, Respondent does not dispute material facts as set 

forth by the State, namely that the Marks are identical to the State’s state trunkline route 

marker design, which distinguishes authority over the road from a U.S. interstate route or 

a county road over which the State does not have authority.  Further, Respondent does not 

dispute that State law vests authority in the State over the trunkline routes and mandates 

the State’s route marker design and placement solely on trunkline routes.  Under State 

law, the State cannot place its trunkline route marker design on county roads, interstate 

                                                           

1 On March 9, 2016, without serving a new corporate deposition notice outlining the topics, 

Respondent demanded that the State provide deposition dates for designees that the State 

could not identify without the list of topics.  (Ex. 46.)  Despite the State’s request for topics 
and to meet and confer on mutually agreeable dates, Respondent unilaterally set the 

deposition date for Sunday, April 10, 2016, then repeatedly insisted that the designee be 

made available on April 9th.  (Exs. 47-49.)  The State notified Respondent that due to travel 

schedules, the State’s designee could not prepare for and attend a deposition until late 

April.  (Ex. 50.)  When Respondent refused to provide deposition dates for its founders, the 

State requested dates in early May, and Respondent did not reply.  (Exs. 50-51.)  
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highways, or other roads over which it has no authority.   

Instead, Respondent disputes the legal question of whether the Marks consist of or 

comprise “other insignia” precluded from registration under Section 2(b).  Contrary to 

Respondent’s assertions, unsupported by any legal authority, neither the Lanham Act nor 

the Board requires an extremely narrow interpretation or limits the term “other insignia” 

to the Great Seal of the United States, the Presidential Seal, and seals of government 

departments.  Rather, these are merely examples of devices that represent governmental 

authority.  In re U.S. Dept. of Interior, 1964 WL 8039, *2; 142 U.S.P.Q. 506 (T.T.A.B. 1964) 

(referring to other insignia of authority “such as” the Great Seal, the Presidential Seal, and 

other government departmental seals); T.M.E.P. 1204.02(a).  Further contrary to 

Respondent’s contentions, the Board did not hold that these examples function solely as 

indicators of government authority or that such is a prerequisite of “other insignia.”  In In 

re U.S. Dept. of Interior, the Board interpreted the term “other insignia” in Section 2(b) to 

mean “emblems of national authority,” but not “department insignia” used to identify a 

government service or facility.  Id. at 2.   

Here, the State’s sign design does not identify a governmental department or 

facility, such as the U.S. Army or a police department, and Respondent’s claim that the 

State’s sign identifies a facility is a farce.  Thousands of miles of trunkline routes 

throughout the State do not constitute a “facility” as the term has been applied to facilities 

such as the U.S. Capitol Building and the Statue of Liberty.  A reference to         , regardless 

of the number below the “M,” does not direct one to the address of a particular facility, but 

rather generally denotes a state trunkline understood to be operated and maintained by the 

State of Michigan as opposed to the federal government or a municipality.  Clearly, the 

State’s insignia does not denote a facility or service of any particular State department, 
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unlike the United States Capitol Building, but rather the State’s authority over thousands 

of miles of trunkline routes throughout the State.   

Respondent also claims, without any authority, that governmental insignia cannot 

be functional.  To the contrary, all governmental insignia, like flags and coats of arms, are 

functional in that they depict governmental authority.  The State’s route marker design 

functions in the same way.  Obviously, the route marker design, i.e., a black square with a 

white diamond and an “M” at the top, has no guidance function.  The design is required by 

law and represents the State’s authority over the road under State law, regardless of the 

route number.  Otherwise, if governmental authority is irrelevant, and signs are intended 

only for guidance, road signs would consist solely of a route number.  Instead, the route 

marker design, regardless of the number, emblemizes State governmental authority, rather 

than county or federal authority.   

In the instant case, the Marks at issue protect all aspects of the State’s authority as 

denoted by its route marker design, including the black square, centered white diamond 

and “M” in the top corner: 

Registration 3992159 (Retail Mark):  Description of Mark:  The color(s) black 

and white is/are claimed as a feature of the mark.  The mark consists of a 

small, black, stylized letter “M” above a large, black number “22”, within a 
white diamond, on a black square background. 

 

Registration 78963038 (Apparel Mark):  Description of Mark:  Color is not 

claimed as a feature of the mark.  The mark consists of an unmounted square 

street sign with a centered diamond containing M 22 and with 

M22online.com in the bottom border of the square. 

 

By its actions, Respondent concedes that the route number below the “M” does not matter 

for purposes of the trademark registration.  Respondent has sued others for using the 

State’s route design with various numbers on grounds that the route marker design, 

regardless of the route number, infringes the Marks and creates a likelihood of confusion.  

Indeed, Respondent’s threats to sue others who have used the black square/white 
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diamond/upper center “M” design, no matter the route number, demonstrate that the 

highway number is irrelevant, and the predominant and critical feature of the Marks are 

the features that duplicate the State’s authority as emblemized in its trunkline route 

marker insignia.  

 Without question, the State’s route marker insignia emblemizes the State’s 

authority over trunkline routes, rather than a State department service or facility, as the 

terms have been consistently applied by the Board and courts.  Respondent’s Marks, which 

are identical to the State’s design, protect “other insignia” that are precluded from 

trademark protection.  Consequently, the State’s Motion should be granted and the Marks 

should be canceled. 

C. There are no material factual disputes pertaining to the State’s false 
suggestion of a connection claim and, under applicable law and relevant 

authority, the Marks must be canceled because they create a false 

suggestion of a connection to the State. 

 

Here again, Respondent failed to dispute the facts as set forth in the State’s 

Combined Motion and Brief regarding national recognition of the State’s route marker 

design and its unmistakable association with the State.  Respondent also failed to dispute, 

because it understandably could not, that (i) the State is an institution, for purposes of 

Section 2(a), (ii) the State is the prior user of its trunkline route marker design, (iii) the 

Marks are the same as the State’s sign design, and (iv) the State is not connected with 

Respondent’s business.  

Instead, Respondent misconstrued the law and misapplied it to the unrefuted facts.  

First, the State is not required to show that the State is its route marker design.  (Response 

Brief, page numbers not provided, see Section IIA, ¶ 2.)  Further, a false suggestion of a 

connection claim does not require that purchasers of Respondent’s apparel presume that 
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Respondent has a connection with the State.  (Response Brief, page numbers not provided, 

see Section IIB, ¶ 1.)   

Rather, the law requires, and there is no material factual dispute, that the State’s 

route marker design is a symbol of and points uniquely and unmistakably to the State, as 

demonstrated not only by consumers who profess their appreciation of the State on 

Respondent’s Facebook page, but even more tellingly by Respondent’s admitted intent to 

draw a direct connection to and express a shared passion for the State.  Notably, other 

states around the country have kiteboarding, sailing, surfing, fly-fishing and other 

recreational activities.  Yet, Respondent failed to demonstrate, because it cannot, that 

kiteboarders and surfers in California, for example, connect the Marks to such activities in 

California or other areas around the country or the world for the plain and simple reason 

that           points uniquely and unmistakably to the State of Michigan.   

For purposes of responding to the State’s Motion, Respondent self-servingly disputes 

that the Marks point uniquely and unmistakably to the State.  However, Respondent’s new 

position contradicts its prior admissions and overwhelming unrefuted evidence that the 

Marks are intended to point uniquely and unmistakably to the State.  The fact of the 

matter is that Respondent has failed to show or even suggest that           has any other 

meaning, or that it is perceived by consumers to have another meaning, unlike Notre 

Dame.  Further, the documents submitted by Respondent as Exhibit B to its Response have 

no bearing on this issue.  The first page appears to show Respondent’s logo above its bricks 

and mortar store in Traverse City, Michigan.  The second and third pages are posts by 

Respondent advertising its own products and services.  The last three pages merely show 

products sold by Respondent.  Notably, none of the documents in the Exhibit were produced 

by Respondent in discovery.  Nevertheless, as explained in the State’s Motion and Brief, 

Respondent’s use of the State’s trunkline sign design cannot establish that the Marks point 
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uniquely to Respondent.  (Motion and Brief, p. 22.)    

Also noteworthy is that, in its Response, Respondent does not deny or refute that it 

intended to identify with the State or trade on the goodwill and publicity associated with 

the State’s trunkline route design          .  Nor did Respondent deny that it has threatened to 

sue others for using the State’s sign in connection with the State.  Respondent’s admitted 

intent to refer to the State, and Respondent’s threats to sue others for using the State’s sign 

design to draw a connection to the State, demonstrate that Respondent knows full well that 

the Marks point uniquely and unmistakably to the State.  The unrefuted evidence shows 

that Respondent and consumers clearly recognize that a connection between the Marks and 

the State is not just presumed, but rather intended, expected, and accomplished.  

D. Respondent’s reliance on trademark registrations for signs not identical to, 

and having no reference to, existing road signs is misplaced. 

 

Respondent’s reliance on registered trademarks featuring signs is misplaced.  First, 

the registrations featuring Route 66 as registered are not existing sign designs in use on 

existing roads.  Route 66 is no longer an established route or an insignia of authority, but 

rather a historical designation having no authoritative effect.  Further, the shape of a 

shield with a design unlike any existing road sign design is irrelevant.  (Exs. 52-54.) 

Second, the registration for PRODUCTIONS 495 is not duplicative of an existing U.S. 

interstate route sign design.  (Ex. 55.)  Again, the shape of a shield is of no moment.  

Likewise, registrations for INTERSTATE IWS, INTERLOCK, HWY 1, US-1 and 

HERITAGE ROUTE 23 on shields are not duplicative of an existing road sign in use on any 

road or indicative or any government authority.  (Exs. 56-60.)  Clearly, these trademark 

registrations have no bearing on the facts in this case.    

E. Summary judgment in Respondent’s favor is not supported by facts or law. 
 

Respondent asserts that the record is sufficient as long as the Board intends to grant 
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summary judgment in its favor and deny the State’s Motion.  Otherwise, Respondent insists 

that it should be allowed to complete discovery before the Board rules on the State’s 

government insignia and false suggestion claims.  However, a decision on the government 

insignia claim rests solely on questions of law to be decided by this Board.  Similarly, the 

false suggestion claim depends solely on questions of law because Respondent cannot 

overcome its own admissions, as clearly understood by consumers, which demonstrate that 

the Marks point uniquely and unmistakably to the State and create a presumption of a 

connection with the State, in accordance with Respondent’s intent.  

The government insignia claim is a legal question based on unrefuted facts 

pertaining to State law mandating the State’s authority over the roads under its 

jurisdiction and placement of the State’s road sign design on only those roads that are State 

trunkline routes.  As for the State’s false suggestion of a connection claim, Respondent 

understandably failed to create material factual disputes as to whether the Marks point 

uniquely and unmistakably to the State and as to whether a connection with the State is 

presumed.  Such was an impossible task for Respondent in light of its unequivocal 

admissions that it adopted the State’s sign design with the intent refer to Michigan and to 

communicate a shared passion for Michigan.  Clearly, Respondent knew that the Marks 

point uniquely and unmistakably to the State and that a connection with the State is 

intended; the unequivocal statements of consumers evidencing the indelible connection of 

the Marks to the State and the popularity and recognition of the State vis-à-vis the State’s 

sign design confirm as much.  Respondent’s failure to raise material factual disputes with 

additional evidence is not the fault of the State or a result of not deposing the State.  Plain 

and simple, no material factual issues exist because of Respondent’s admissions that they 

adopted the State’s sign design with the intent to trade on a connection to the State that 

was already long-established by residents and tourists alike for nearly 100 years.  Thus, 
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there are no factual or legal bases on which to dismiss the State’s claims in favor of 

Respondent.  

As explained above, the State’s purpose in filing its summary judgment motions is to 

resolve the case as efficiently and expeditiously as possible, not to delay the case, which 

would not benefit the State in the least.  Certainly, dismissing the State’s claim on such 

grounds is not warranted, and it is clear that the instant motion is timely and has a good 

faith basis in law and fact.  The irrefutable facts and law weigh decidedly in favor of the 

State and, consequently, summary judgment in favor of the State is warranted.  

 

RELIEF REQUESTED 

Based on the foregoing, in conjunction with the State’s Combined Motion and Brief 

for Partial Summary Judgment, there are no material factual disputes on matters relating 

to the State’s government insignia claim under Section 2(b).  All questions of law weigh 

decidedly in favor of the State and, therefore, because the State’s road sign design is a 

government insignia precluded from trademark registration under Section 2(b), the Marks 

must be canceled.  Similarly, there are no issues of material fact as to whether the Marks 

falsely suggest a connection with the State, as Respondent clearly intended that consumers 

draw a connection between the Marks and the State.  Accordingly, the State respectfully 

requests that this Board grant its Motion for Partial Summary Judgment and cancel the 

registrations at issue. 

Respectfully submitted, 

 

By:  /s/Toni L. Harris      Date:  April 28, 2016  

Toni L. Harris, Assistant Attorney General 

Transportation Division 

Van Wagoner Building 

425 W. Ottawa, 4th Floor 

Lansing, MI 48913 

Tel: 517-373-1470 
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PROOF OF SERVICE 

 

I, Susan Lubitz, legal secretary to Assistant Attorney General Toni L. Harris, certify 

that on April 28, 2016, I served a true and correct copy of Petitioner’s Brief in Reply to 

Respondent’s Response to the State’s Motion for Partial Summary Judgment on Claims for 

Governmental Insignia and False Suggestion of a Connection, in electronic format, on 

Respondent’s counsel of record by U.S. mail with first-class postage fully prepaid thereon 

and causing same to be deposited in the United States mail service. 

      /s/ Susan Lubitz    

      Susan Lubitz 

 

 






























































































































































